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1 PROCEEDINGS 

2 THE USHER: Calendar No. 60, Appeal No. 2010-005008, 

3 Mr. North. 

4 JUDGE PRATS: Thank you. Mr. North, do you have a business 

5 card? It's for the Court Reporter, so we can enter your appearance. 

6 MR. NORTH: Yes, I do. 

7 JUDGE PRATS: Either that, or if you want to just say and spell your 

8 name into the record, that's fine, as well. 

9 MR. NORTH: My suit just came back from the cleaners, so my 

10 pockets are empty, but — 

1 1 JUDGE PRATS: You can just say and spell your name. That's fine 

12 or- 

13 THE REPORTER: Thank you. 

14 MR. NORTH: Thank you. I have one. 

15 JUDGE PRATS: You have 20 minutes. Begin when you're ready. 

16 MR. NORTH: Sure, thank you. This is a case in which we're asking 

17 you as the Board to do essentially what you have done in another appeal for 

18 one of the competitors of the Assignee in this case. We cited that case in our 

19 Appeal Brief. This was a case, In re Leak, which was an appeal that resulted 

20 in the issuance of Patent Number 6,994,698. And in that case, the facts were 

2 1 very similar to the facts in this case. 

22 The Inventor there had discovered a property that they contended 

23 would provide an advantage in a disposable garment of the same sort that's 

24 being addressed in this case. And that parameter was accepted as a 

25 patentable distinction. 
26 
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1 Here, our Inventors have discovered that there is a relationship 

2 between the time that a belt will stay attached, when pulled off axis, that is 

3 to say off the axis of the normal way you might think of a belt going around. 

4 And they found that this was critical to having the garments perform as 

5 desired. It appears that no one else in the prior art had come up with this 

6 before. And according to the — 

7 JUDGE FREDMAN: So the question and the problem with this is 

8 there's - certainly since 2000 when this Board Decision was issued, such as 

9 Cruciferous Sprout. And I mean, really, In re Best is older, but still seems 

10 applicable here, that says that the Examiner's got a product that looks pretty 

1 1 much the same as yours, right? 

12 In fact, it even has belt halves that are attached the same way. So yes, 

13 you discovered something about this but you haven't really shown that, for 

14 example, by comparison with the prior art all diapers don't satisfy these 

15 requirements? How do we know that Ames doesn't simply inherently satisfy 

16 this in the absence of any evidence? 

17 MR. NORTH: Well, I think you have to look at what Ames actually 

18 teaches. So Ames basically tells you that you can put the belts on by any 

19 means known in the art. 

20 JUDGE FREDMAN: Right. 

21 MR. NORTH: So that's pretty broad. That's basically saying the state 

22 of the art at the time is the state of the art at the time. 

23 JUDGE PRATS: Actually, if I could interject, Counsel, doesn't your 

24 specification say the same thing? 

25 JUDGE WALSH: Question, Counsel, it's - 
26 
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1 MR. NORTH: Well, the specification says that the belts can be 

2 attached. But it then goes further and adds a structural limitation to define - 

3 JUDGE FREDMAN: It's not structural. It's a functional limitation. 

4 JUDGE PRATS: Well, let's not interrupt Counsel, and what structural 

5 limitation are you talking about, Counsel? 

6 JUDGE FREDMAN: Okay. 

7 MR. NORTH: Well, I think it is a structural limitation. And I 

8 understand that it could be characterized as functional. But by defining the 

9 function, it defines the minimum structural necessities of that joint. And so, 

10 while I understand that, in some ways, it could be considered a functional 

1 1 limitation, because it describes how it functions, how it functions also 

12 describes the necessity of the structure of the joint. 

13 JUDGE PRATS: So you're not - 

14 MR. NORTH: Now it's true that that strength can be obtained in more 

1 5 than one way. And I think that may be the — 

16 JUDGE PRATS: So you're not talking about a particular bonding 

1 7 technique or a particular density of hook-and-loop material or particular 

1 8 amount of hook-and-loop material that needs to be applied to each other. 

19 You're talking about the limitation that talks about the duration of how long 

20 the things stays stuck to each other when pulled apart a specific angle, 

21 correct? 

22 MR. NORTH: Yes. 

23 JUDGE PRATS: So I would argue that that is a functional limitation, 

24 not a structural one. 

25 MR. NORTH: Even so, I think the case law is clear that those kinds 

26 of functional limitations are to be considered - 
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1 JUDGE FREDMAN: Absolutely. We're not arguing that we don't 

2 give it weight. The question is, what's the burden on the Examiner? The 

3 PTO labs, unfortunately, had to close 300 years ago, right? So we don't 

4 have a laboratory. We can't test it and determine if — I have kids older than 

5 this. So I can say Huggies when I bought for my daughter when she was a 

6 little girl, 15 years ago, 16 years ago, would it have met this requirement, 

7 right, that existed that certainly meets pretty much all the other requirements. 

8 So without evidence, why is that not just an anticipatory — and Ames, of 

9 course, is the prior art reference. Why is it not anticipatory? 

10 MR. NORTH: So I think that the evidence has been overlooked in 

1 1 this case, certainly by the Examiner. We raised it in our Appeal Brief and 

12 then our Reply Brief the declaration that was put in by Christian Almberg 

13 describes how this invention was arrived at. And the first thing they did, as 

14 part of this invention, was create a test product according to the state of the 

15 art at the time. And the declaration testifies that it appeared to them that the 

1 6 belts that they had in their test product were adequately attached, when 

17 pulled in the transverse axis, along the line that they would have been 

18 attached. Those belts have to be representative of the prior art, because how 

19 else would you define what the prior art — 

20 JUDGE FREDMAN: Why? Trial samples of their product is not the 

2 1 same as a comparison to some of the prior art existing products at the time, 

22 or to Ames, which is, at this point, I would tolerably consider the closest 

23 prior art, since it's cited by the Examiner? 

24 MR. NORTH: Well, the product that they created before, the product 

25 that was unsatisfactory, there's no doubt that that was manufactured, 
26 
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1 according to at least what a person with ordinary skill in the art would have 

2 known, state of the art at the time. 

3 JUDGE FREDMAN: But they didn't say that. 

4 JUDGE WALSH: Counsel, may I ask a question on that point? 

5 MR. NORTH: Certainly. 

6 JUDGE WALSH: The declaration itself simply says that in early 

7 2000 my employer had furnished two nursing homes with trial samples of a 

8 new belted product. There's no description of the belted product. 

9 We are told that it failed because belt tabs were detaching from the - 

10 chassis, but there is no description, for example, of whether the belts were 

1 1 attached by the ultrasound bonding of Ames or the thermal bonding of 

12 Ames, both of which are said in the specification to be examples of ways 

13 belt tabs may be attached. 

14 So it's unclear what relationship those trial samples have to the 

1 5 claimed product, or the product of the prior art in Ames. We don't have any 

16 evidence on what those trial samples were. We might assume that they were 

17 made according to procedures known in the art. But then, again, we don't 

18 have any evidence to support that kind of assumption. Could you address 

19 that question? 

20 MR. NORTH: Well, I understand that perhaps the diapers that failed 

2 1 could have been better described. But it would be unreasonable to think that 

22 a company would provide samples of a new product that weren't made 

23 according to the state of the art, and intended to function perfectly, to people 

24 who are living in two nursing homes in Belgium. To do otherwise would 

25 probably be unwise. I don't think that — 
26 



7 



Appeal 2010-005008 
Application 10/684,585 

1 JUDGE FREDMAN: Well, that's not evidence. That's simply 

2 argument. I mean, the thing is this is the kind of case where I think if there 

3 was a declaration that existed, which took your invention and compared it to 

4 prior art that existed at the time, potentially a single piece of prior art, but 

5 preferably probably a couple of the different diapers at the time, one could 

6 make an assessment of whether this really was different in some way. 

7 I mean, because you're not, for example, saying that we bond it for an 

8 extra 10 minutes. There's no real discretion of precisely how it improves it, 

9 what the structural difference is. 

10 If the bonding is three times as thick, that it's whatever, I mean, there 

1 1 are things that one might imagine you're actually arguing that are causing 

12 this. But without that underlying predicate, it's very hard for me to accept a 

13 functional limitation that hasn't been compared to a prior art product. It's not 

14 that I think you couldn't go back to the Examiner with a declaration and get 

15 this allowed. I think without that evidence, it's hard? 

16 MR. NORTH: I would maintain that because Ames doesn't define 

17 any particular way, then any diaper that's made, according to the state of the 

18 art at the time, is representative of the state of the art. 

19 JUDGE FREDMAN: Could be a proper comparison, but you haven't 

20 made that comparison. That's the problem. There's no comparison to that 

21 state of the art. I mean, any diaper's not compared, I mean, to nothing. So it 

22 doesn't matter what the art would have been. There's no comparison that 

23 exists. 

24 MR. NORTH: Yeah. 

25 JUDGE FREDMAN: There's a separate question I think Judge Walsh 

26 wanted to ask about Patent 6,726,670. Is that -- 
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1 JUDGE WALSH: I could ask that question. This current application 

2 is, I understand it, a continuation of an earlier application. And the early 

3 application had issued as a patent already, Patent '670 I guess, the number is. 

4 And it appears that the first six claims in the issued patent track the language 

5 in the first six claims that are on appeal here, almost exactly. 

6 The only difference I see between them is there is a comma added in 

7 the current claims and the word "designed" appears in the patent claims. 

8 And I was wondering if there is some difference in the subject matter that 

9 these claims define? 

10 MR. NORTH: I think that the difference that you have identified, the 

1 1 difference between having the word "designed" and not having the word 

12 "designed" is a distinction that might be argued by some, and the Applicants 

13 in this case which to come back and obtain claims which did not have that 

14 word in it. 

15 JUDGE WALSH: Okay. Going back to the subject matter that's on 

1 6 appeal, one of the arguments in the brief addressed the minimum average 

17 release times. And I recall the argument as addressing this point and 

1 8 saying — it's not clear in the prior art that any of the prior art would have met 

19 this and it's not clear that it would have been obvious to achieve these 

20 minimum release times. 

21 Now, the converse of that argument seems to be that we must assume 

22 that the prior art of diapers, or absorbent articles, such as made by Ames, 

23 failed after 12 minutes at, say, an angle of 10 degrees. And that seems like 

24 it — to me, it seems like a surprising assumption that absorbent articles, 

25 made according to the prior art, would have failed to meet this minimum 
26 
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1 average release time. Could you address why it's reasonable to make that 

2 assumption? Or am I looking at it the wrong way? 

3 MR. NORTH: Well, I think that the issue is that there is no evidence. 

4 And in fact, I maintain that the declaration provides evidence that diapers or 

5 garments that were made, according to the state of the art at the time, would 

6 not, inherently, have met those limitations. And moreover, it appears that 

7 nowhere in the prior art was there any consideration of the necessity to build 

8 in strength, other than on the lateral axis that the belts were attached on. 

9 This is a case much like a case In re Antonie in which the parameter 

10 that was being buried was a parameter which no one recognized would have 

1 1 an effect on the usefulness of the devices. In that case, it was sewage 

12 treatment plants, and they had discovered a ratio between the size of the 

13 stirring discs and the volume of the tank that would maximize the 

14 productivity — 

15 JUDGE FREDMAN: Which Antonie was an obviousness case, and 

16 this is an anticipation case. I mean, Antonie was a routine optimization case, 

17 and this is essentially a ~ case, so not really on all fours. 

18 MR. NORTH: Now, if it's an anticipation case, then that would be 

19 correct. 

20 JUDGE FREDMAN: Your rejection, isn't it under anticipation? Am 

21 I wrong? 

22 MR. NORTH: The rejection includes an anticipation. But the 

23 anticipation is entirely based on inherency and follows simply the logic that 

24 if Ames had belted diapers, they must have been good enough. And that 

25 can't be the standard. 
26 
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1 JUDGE FREDMAN: I think the answer is the Examiner doesn't 

2 know. That's what the Examiner's really saying. We have a functional 

3 property which I can't test. Prove me wrong. That's what I think the 

4 Examiner's really saying. I don't think they're saying that they know. They 

5 don't know. I don't think the — ever knows on inherency question. It just 

6 seems that reasonable because they're identical products and they can easily 

7 be proven wrong in this case if the evidence is there. 

8 MR. NORTH: I understand. And are you saying that one piece of 

9 existing garment in the art that had a thermal bonding in the manner that was 

10 listed by Ames would have been sufficient because — 

11 JUDGE FREDMAN: To anticipate? 

12 MR. NORTH: A comparison of that sort to defeat the inherency. 

13 JUDGE FREDMAN: I think that that would, at least, be the first step. 

14 I mean, obviously, sure, if you did a comparison with 20 different ones that 

15 would be better. But I think at least one is enough to sort of at least make an 

16 argument. 

17 MR. NORTH: The reason I'm struggling with that is because the 

18 requirement for inherency is pretty stringent. The result has to necessarily 

19 flow from the prior art structure. 

20 JUDGE FREDMAN: Right. 

21 MR. NORTH: In every case, it has to be there all the time, 

22 necessarily. And if, as appears to be true in this case, no one had any idea 

23 that they needed to engineer these belts to meet this kind of test, in order to 

24 make the garment perform and not fail prematurely, why would you even 

25 presume that that would be necessarily true of the prior art, in every case? 
26 
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1 JUDGE PRATS : Well, I think the Examiner's going on all the 

2 evidence that the Examiner has before him or her, which is the idea that your 

3 specification doesn't really say much about how you would necessarily need 

4 to bond the materials, and what the materials necessarily need to be made 

5 out of. 

6 So the Examiner's done his or her best to come up with a piece of 

7 prior art that not only meets the structural limitations required by the claim, 

8 but also which has the joint bonding and/or that I believe the Examiner also 

9 points to the elasticity that Ames says it can also be elastic. 

10 So I think the Examiner has the — to extend any evidences of record. 

1 1 The evidence that would give you the required functional properties, but I 

12 think that's the Examiner's point, there's not much for me to go on. I've 

13 given you what I have. And I think that's where we are right now. And 

14 that's why we're here. 

1 5 JUDGE FREDMAN: And I mean, this - but I think this is the kind of 

1 6 case that the Federal Circuit seems to be recently telling us, we don't want to 

17 see cases where you should have resolved it earlier in the process, right, 

18 because if this issue ~ or you actually have an issue patent here, right? 

19 You could litigate somebody. And then, they have to now go out and 

20 collect 100 diapers from the 1990s and see, do any of them meet this, 

21 because if any of them do, that will knock out your patent, right? And 

22 really, the question is, we should resolve this in the office. 

23 But you're proving that, in fact, none of them will meet it, or at least 

24 the ones that are reasonably available that you can test won't meet it. Yeah. 

25 Unless we really do have something here that actually is different, which is 
26 



12 



Appeal 2010-005008 
Application 10/684,585 

1 quite possible, I don't think we're disputing that it's quite possible that there 

2 is an invention here. We just can't tell. I can't tell. 

3 MR. NORTH: There are specific structures that are indicated in the 

4 specification. 

5 JUDGE FREDMAN: Right. 

6 MR. NORTH: There's a structure that's illustrated exemplary, in 

7 Figure 3. There's discussion in paragraphs 40 to 42 that get to this. And 

8 some of these features are recited in the claims as means, functions. And 

9 some of these features are recited in the claims more particularly. And I'd 

10 like to point out while I'm here that the Examiner has not identified 

1 1 limitations or teachings in Ames that would reach these structures. 

12 For example, Ames does not place the belts between the top sheet and 

13 the back sheet. Ames does not, therefore, have any kind of bonding to the 

14 top sheet or the back sheet. 

15 JUDGE FREDMAN: That's -- does it? That's Claim 6 you're talking 

16 about? 

17 MR. NORTH: Claim 6 recites attached between the top sheet and the 

18 back sheet. Claim 19 requires that the belts are made entirely of non- woven 

19 material, which is not something which Ames reaches. 

20 JUDGE PRATS: But doesn't column 17 and 18 -- specifically column 

21 17, starting about line 58, one elastically extensible material has been found 

22 to be especially suitable. The belt flaps is a laminate of two cover stock 

23 layer with an elastic — foam sandwich, blah-blah-blah, or non-woven 

24 materials. I would agree the Examiner doesn't specifically quote the 

25 language, but broadly, I think, cites, I think, column 16? 

26 MR. NORTH: That's describing a laminate with a foam and 
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1 non- woven. Non-woven is one of the optional cover stocks which can be 

2 used in such a laminate, according to Ames' description. 

3 JUDGE PRATS: Well, I think there's more to that. Okay, how about 

4 column 18, line 10? Other suitable materials for use as, or in the belt flaps, 

5 include non-woven - and I understand the Examiner didn't point to this 

6 language and quote it, but did cite this section? 

7 MR. NORTH: I think that that still doesn't reach the - that offers that 

8 material as a potential component, but does not teach the limitation that you 

9 would create a belt entirely of that material. 

10 JUDGE PRATS: Right. Well, are you saying you don't think this 

1 1 anticipates, but it does suggest it as a — but it doesn't suggest any as a 

12 component because — I'm not clear why since it explicitly states it? 

13 MR. NORTH: It doesn't suggest it as an exclusive component of a 

14 belt material. And again, taking the invention as a whole, in combination 

1 5 with the requirement to have such a material attached in a way which would 

1 6 meet the functional limitations of all the claims, together with the other 

17 limitations, you'd have to go a long way from Ames, I think, to derive the 

18 complete combination. 

19 JUDGE PRATS: I have nothing further. 

20 JUDGE FREDMAN: I have nothing further. Steve, do you have 

21 anything further? Judge Walsh, I'm sorry? 

22 JUDGE WALSH: No, thank you, no further questions. Thank you. 

23 MR. NORTH: All right, thank you for your time. 

24 JUDGE FREDMAN: Thank you. 

25 JUDGE PRATS: Thank you. 

26 (Whereupon, the proceedings, at 1:54 p.m., were concluded.) 
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